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PAT E N T S

The authors discuss how recent case law has affected decisions on whether to seek opin-

ions of patent counsel.

Revitalized Interest in Patent Reviews and Opinions of Counsel

BY BRIAN M. ROTHERY AND GUNJAN AGARWAL

A patent review and analysis with appropriate opin-
ion of counsel is a valuable tool that can be used
by a business for a multitude of reasons. In patent

litigation, it can be used both defensively and offen-
sively. It’s also useful in product development and com-
mercialization to protect and preserve company re-
sources.

This article covers recent developments and evolu-
tion of case law that underscore the importance of ob-
taining reviews, analysis and opinions of patent counsel
in a number of potential patent situations that a busi-
ness may face.

For Non-Patent Holders
For over 20 years, a potential patent infringer who

had notice of a patent had an affirmative duty to ‘‘seek
and obtain competent legal advice from counsel before

the initiation of any possible infringing activity.’’ (Un-
derwater Devices, Inc. v. Morrison-Knudsen Co., 717
F.2d 1380, 1389-90, 219 U.S.P.Q. 569 (Fed. Cir. 1983)).
A failure to use an opinion of counsel as a defense to
willful infringement claim would result in an adverse in-
ference that no such opinion was obtained or that the
opinion was unfavorable. (See, e.g., Fromson v. W.
Litho Plate & Supply Co., 853 F.2d 1568, 1572-73, 7
U.S.P.Q.2d 1606 (Fed. Cir. 1988)).

In 2004, the U.S. Court of Appeals for the Federal Cir-
cuit eliminated the adverse inference regarding willful
infringement when an accused infringer failed to obtain
an opinion of counsel or failed to produce such opinion
during trial. (Knorr-Bremse Sys. Fuer Nutzfahrzeuge v.
Dana, 383 F.3d 1337, 1343, 72 U.S.P.Q.2d 1560 (Fed.
Cir. 2004)).

In 2007, the Federal Circuit went a step further and
completely eliminated the affirmative duty of care pre-
viously imposed on potential infringers and instead cre-
ated a two-prong test for willful infringement, which re-
quired the patentee to prove by clear and convincing
evidence that: (1) the infringer acted despite an objec-
tively high likelihood of infringement, and (2) this ob-
jectively defined risk was known or should have been
known to the accused infringer. (See In re Seagate
Tech., LLC, 497 F.3d 1360, 1371, 83 U.S.P.Q.2d 1865
(Fed. Cir. 2007) (en banc) (holding that a potential in-
fringer had no affirmative obligation to obtain an opin-
ion of counsel)). Post Seagate, the relevance of opin-
ions of counsel in willful infringement cases was limited
to rebuttal evidence once patentee satisfied its burden
of proving willfulness.

In 2011, the America Invents Act (AIA) codified the
Knorr-Bresme decision into law under Section 298 of
the Patent Act, 35 U.S.C. § 298, as follows:

The failure of an infringer to obtain the advice of counsel
with respect to any allegedly infringed patent, or the failure
of the infringer to present such advice to the court or jury,
may not be used to prove that the accused infringer will-

Brian M. Rothery is a partner at Fox Roths-
child LLP. He can be reached at brothery@
foxrothschild.com.

Gunjan Agarwal is an associate at Fox Roths-
child LLP. She can be reached at gagarwal@
foxrothschild.com.

COPYRIGHT � 2016 BY THE BUREAU OF NATIONAL AFFAIRS, INC. ISSN 0148-7965

BNA’s

Patent, Trademark 
& Copyright Journal®



fully infringed the patent or that the infringer intended to
induce infringement of the patent.

While an opinion of counsel is no longer required un-
der Section 298, recent Supreme Court decisions have
revived the importance of opinions of counsel as a pow-
erful weapon in patent litigation in defending, for ex-
ample, against claims of enhanced damages and attor-
neys’ fees (Octane Fitness, LLC v. ICON Health & Fit-
ness, Inc., 134 S. Ct. 1749, 110 U.S.P.Q.2d 1337 (2014)),
willful infringement (Halo Elecs., Inc. v. Pulse Elecs.,
Inc., 136 S. Ct. 1923, 118 U.S.P.Q.2d 1761 (2016) and in-
direct infringement (Commil USA, LLC v. Cisco Sys.,
Inc., 135 S. Ct. 1920, 114 U.S.P.Q.2d 1577 (2015)).

1. Defense Against Claims of Willful
Infringement and Enhanced Damages

In Halo, the Supreme Court eliminated the ‘‘objective
recklessness’’ standard established in Seagate, holding
that the analysis for willfulness should focus on the sub-
jective intent of the alleged infringer at the time of in-
fringement. (Halo, 136 S. Ct. at 1933-34). Indeed, de-
fenses to infringement first developed in litigation may
not be relevant to the defendant’s willful conduct at the
time of infringement. (Id. at 1926).

Perhaps most importantly, Halo lowered the burden
of proof for establishing willfulness from clear and con-
vincing to a preponderance of the evidence. (Id. at 1926-
27). While not providing any definitive test, the Court
provided some insight into the factors to consider when
reviewing the subjective intent of an infringer and the
egregiousness of the infringer’s conduct. For example,
the Court discussed that the accused infringer in Halo
had merely relied on the opinion of one of its engineers
regarding the validity of Halo’s patents and failed to get
an opinion of counsel at the time of infringement, and
held that it was indicative of willfulness.

Given that Halo has made it easier to prove willful in-
fringement, and the Court’s emphasis on the knowledge
and state of mind of the accused infringer at the time of
infringement, going forward an opinion of counsel (pre-
litigation) is likely to receive increased emphasis in the
willfulness (and enhanced damages) analysis.

Already, lower courts applying the Halo ruling have
considered whether an accused infringer sought and re-
ceived an opinion of counsel as an important factor in
the analysis of willfulness and enhanced damages. For
example, in determining egregious conduct, courts
have focused on ‘‘whether the infringer investigated the
scope of the patent and formed a good-faith belief that
it was invalid or that it was not infringed.’’ (See Impe-
rium IP Holdings (Cayman), Ltd. v. Samsung Elecs. Co.,
2016 BL 276130, at *2, 120 U.S.P.Q.2d 1161 (E.D. Tex.
2016)). In Imperium, the court found it important in
awarding enhanced damages to the patent holder that
‘‘[d]espite knowing of Plaintiff’s patents since at least
April 2011, Defendants never undertook any serious in-
vestigation to form a good-faith belief as to noninfringe-
ment or invalidity.’’ (Id.; See also Finjan, Inc. v. Blue
Coat Sys., No. 13-CV-03999-BLF, 2016 BL 230287, at
*20 (N.D. Cal., July 18, 2016)).

As such, when a business has knowledge of patents—
whether through notice from a patentee or through its
own patenting and developmental activities—it should
consider obtaining a competent opinion of counsel.
However, it is often difficult for a business, especially a
large business, to determine the extent of its internal
knowledge of patents. Where a business includes nu-

merous development personnel, its research teams ob-
tain their own patents or review patent landscapes
and/or whenever a business is unsure of the extent of its
knowledge or notice of patents, the business should
consider performing freedom to operate (FTO)
searches, reviewing relevant patents and obtaining
opinions of counsel (FTO analysis).

2. Defense Against Award of Attorneys’ Fees
In 2014, the Supreme Court, in Octane Fitness, estab-

lished a new standard for awarding attorneys’ fees to a
prevailing party under 35 U.S.C. § 285, overturning the
then-existing Federal Circuit standard. (Octane Fitness,
134 S. Ct. 1749; Highmark Inc. v. Allcare Health Mgmt.
Sys. Inc., 134 S. Ct. 1744, 110 U.S.P.Q.2d 1343 (2014)).
Providing increased discretion to district courts in con-
ducting the analysis, the Supreme Court held that:
‘‘[a]n ‘exceptional’ case is simply one that stands out
from others with respect to the substantive strength of
a party’s litigating position (considering both the gov-
erning law and the facts of the case) or the unreason-
able manner in which the case was litigated.’’ The Court
also lowered the burden of proof for awarding attor-
neys’ fees, holding that a preponderance of the evi-
dence must be used. (Octane Fitness, 134 S. Ct. at
1758). District courts determine whether a case is ‘ex-
ceptional’ on a case-by-case basis considering the total-
ity of the circumstances. (Id. at 1756).

One important factor in finding a case ‘‘exceptional’’
for the purpose of awarding attorneys’ fees is willful in-
fringement. See Spectralytics v. Cordis Corp., 649 F.3d
1336, 1349, 99 U.S.P.Q.2d 1012 (Fed. Cir. 2011) (hold-
ing that ‘‘[a]lthough an attorney fee award is not man-
datory when willful infringement has been found, prec-
edent establishes that the court should explain its deci-
sion not to award attorney fees.’’).

Therefore, as discussed above, it may be prudent for
an accused infringer to obtain a competent opinion of
counsel to negate not only a finding of willfulness, but
also to avoid a potential attorneys’ fees award as an
‘‘exceptional’’ case under the lower burden of proof es-
tablished in Octane Fitness.

3. Defense Against Indirect Infringement
Liability

Unlike direct infringement, which is a strict liability
offense, indirect infringement (inducement or contribu-
tory) requires both ‘‘actual knowledge’’ that the in-
duced acts constitute patent infringement and ‘‘intent.’’
(Global-Tech Appliances, Inc. v. SEB S.A., 131 S. Ct.
2060, 2065, 98 U.S.P.Q.2d 1665 (2011)). The ‘‘knowl-
edge’’ element requires the accused infringers’ knowl-
edge of the patent-in-suit as well as knowledge that its
actions contributed or induced direct infringement of
the patent-in-suit. (Id. at 2067-68).

Hence, obtaining a competent and reasonable opin-
ion of counsel concluding noninfringement may not
only avoid a finding of willfulness and an award of at-
torneys’ fees, but may also provide a substantive de-
fense against liability for indirect infringement because
such an opinion negates the defendant’s knowledge of
direct infringement. (See DSU Med. Corp. v. JMS Co.,
471 F.3d 1293, 1307, 81 U.S.P.Q.2d 1238 (Fed. Cir.
2006) (finding a belief of noninfringement sufficient to
support a verdict that the defendant did not induce in-
fringement); Ecolab Inc. v. FMC Corp., 569 F.3d 1335,
1351, 91 U.S.P.Q.2d 1225 (Fed. Cir. 2009) (finding that
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a reasonable belief of noninfringement implied that the
defendant lacked the intent required for inducement)).
In other words, an opinion of noninfringement can be
used affirmatively to avoid liability for indirect infringe-
ment.

Recently, the Supreme Court in Commil tacitly ac-
knowledged that an opinion of noninfringement may be
a substantive defense to liability for indirect infringe-
ment while eliminating the defense of good-faith belief
in the invalidity of the patent. (Commil, 135 S. Ct. at
1925-26 (2015)).

4. As an Analytical Tool During Product
Development and Before Commercialization

An FTO analysis can also assist a business in making
decisions during product development, before an entity
makes substantial investment, by addressing legal risks
involved in product commercialization. An FTO analy-
sis, also referred to as a clearance opinion, can help
limit the risk of future litigation by providing a com-
pany the opportunity and guidance to either create a
design-around that avoids infringement or negotiate ap-
propriate licenses.

Patent attorneys reviewing relevant patents can sug-
gest ‘‘design around’’ options for avoiding infringement
or minimizing litigation risks. The Federal Circuit itself
has endorsed such design-around efforts, holding that
they serve as a key source of innovation in their own
right and as a sign of good faith during litigation. An
FTO analysis can help identify potential avenues of re-
search and development that may result in patentable
innovation. A business may also analyze the validity of
relevant patents uncovered as part of an FTO analysis
and such work may form the basis of a challenge before
the Patent Trial and Appeals Board (PTAB) to invalidate
claims at issue and possibility eliminate the risk of in-
fringement and litigation. In addition, since an FTO
analysis often provides important information on risks,
such an analysis should be considered as part of due
diligence prior to investment and/or acquisition of pat-
ent assets.

Another type of patent review a business may con-
sider before investing in a technology is a patentability
opinion. Since it often takes years to obtain a patent
grant, a business may seek a patentability opinion to de-
termine the extent to which investments in a technology
may be patent protected. In addition, patentability re-
view can provide insight into the existence of similar
patents, which may impact a product’s development
strategy and the scope of and strategy in obtaining pat-
ent protection.

5. As a Tool for Analyzing the Merits of
Litigation and Exploring Alternate Avenues for
Dispute Resolution

In addition to the significant role that timely and
competent opinions of counsel can play during litiga-
tion, an opinion of counsel may also be helpful in objec-
tively analyzing the merits of a pending litigation. While
trial counsel (who may not be patent attorneys) may be
able to analyze the merits and risks of litigation, they
also often become vested in their opinions and posi-
tions. By obtaining a separate analysis of infringement
and/or validity issues from patent counsel at the onset
of a potential suit or during a case, a defendant may be
able to evaluate the merits of the plaintiff’s allegations
with more developed information and take appropriate

action. This may assist a potential defendant in analyz-
ing the pros and cons of trial and settlement, possible
alternatives and in making appropriate business deci-
sions.

For example, review by a patent attorney can provide
tactical knowledge regarding alternate avenues of dis-
pute resolution, such as challenges to a patent before
the PTAB (e.g., inter-partes, post-grant or covered busi-
ness method reviews). The knowledge gained from re-
view by able patent counsel can also help strengthen a
potential defendant’s position in settlement and licens-
ing negotiations. Challenges before the PTAB (or a re-
examination request) can also secure a stay order, put-
ting the litigation on hold until the PTAB renders a de-
cision which may save substantial litigation costs.

An early patent review may also help an accused in-
fringer in defeating a patentee’s motion for a prelimi-
nary injunction. One of the factors considered by the
courts in determining whether a preliminary injunction
should be granted is the patentee’s likelihood of success
on the merits. (Revision Military, Inc. v. Balboa Mfg.
Co., 700 F.3d 524, 525–26, 104 U.S.P.Q.2d 1945 (Fed.
Cir. 2012)). ‘‘The accused infringer can defeat the like-
lihood of success on the merits by raising a substantial
question as to the validity of the patent-in-suit.’’ (Tebro
Manufacturing, Inc. v. Firefly Equipment, LLC, 748 F.3d
1159, 1165, 110 U.S.P.Q.2d 1429 (Fed. Cir. 2014)).

Therefore, a defendant may use prior art and argu-
ments obtained through patent counsel to defeat a mo-
tion for preliminary injunction by calling into question
the validity of the patent-in-suit. Thus, early review and
analysis of the patents forming the basis of threatened
patent infringement can provide defenses, options and
alternatives to navigate potential patent infringement
problems.

For Patent Holders: As a Defense to Rule 11
Sanctions and Attorneys’ Fees Motions

Under the liberalized standard for finding a case ‘‘ex-
ceptional’’ announced in Octane Fitness, lower courts
are increasingly willing to grant motions for attorneys’
fees, and plaintiffs who are obligated to conduct a pre-
filing investigation of their claim against a potential in-
fringer have been subject to stricter review. Post-
Octane, numerous courts have reviewed the adequacy
of a plaintiff’s pre-suit investigation in determining
whether a case is ‘‘exceptional.’’ (See ICON Health &
Fitness, Inc. v. Octane Fitness, LLC, 112 F. Supp. 3d
888, 2015 BL 211356 (D. Minn. 2015) (drawing an ad-
verse inference from the fact that plaintiffs could not
produce any documentary evidence of a written opinion
or pre-filing investigation)). This scrutiny of pre-filing
investigation requires that ‘‘an attorney interpret the as-
serted patent claims and compare the accused device
with those claims before filing a claim alleging infringe-
ment.’’ (See Q-Pharma, Inc. v. Andrew Jergens Co., 360
F.3d 1295, 1300-01, 70 U.S.P.Q.2d 1001 (Fed. Cir.
2004)).

In a majority of patent litigation cases, trial counsel
representing a patentee (not necessarily a patent attor-
ney) performs the pre-suit investigation. However,
given the tenor of post-Octane cases, a patentee, prior
to filing a suit, may consider obtaining a separate opin-
ion from patent counsel to be used as a defense, if
needed, in a battle over attorneys’ fees, since incom-
plete or inadequate analysis may provide a basis for an
‘‘exceptional case’’ finding.

3

PATENT, TRADEMARK & COPYRIGHT JOURNAL ISSN 0148-7965 BNA 12-16-16



Recent case law has emphasized the importance of
soliciting a competent and timely opinion of patent
counsel. Hence, businesses should recognize the value
of patent analysis and opinions of counsel as an impor-

tant part of an overall strategy for minimizing patent in-
fringement risk and as a tool for guiding research and
development efforts.
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